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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5, 6, 15, and 16 are rejected under 35 U.S.C. 112, second paragraph, 

as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 

The terms "markedly", "preferably", and "finely" in claims 5 and 15 are relative 
terms which render the claims indefinite. The terms are not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

The remaining claims are rejected as they are based on indefinite base claims. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 7-15, 17-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Jeanne et al. (US 5109022) ("Jeanne"). 

Claim 1 is directed to a cooling composition comprising one or more substances 
having a melting point or melting interval between 28 C and 40 C and a positive melting 
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enthalpy, wherein the one or more substances are present in the preparation in the solid 
state. The phrase "cosmetic or medicinal topical" is a preamble which denotes an 
intended future use of the composition, and thus no patentable weight is given to the 
term. 

Jeanne discloses a non-insecticidal insect repellent composition comprising 
methyl pyristate, methyl palmitate or butyl palmitate or combinations thereof. See 
abstract. The reference teaches that the active ingredients is present in the range of 1- 
40 volume percent either in a liquid or solid carrier. See col. 4, lines 56 - 61 . The 
reference teaches that the active ingredients may be suspended in liquid carrier, which 
indicates that the actives in the form of solid state. See col. 5, lines 18-22. The 
reference also teaches an ointment carrier which is suitable to apply to skin, hair, and 
clothing. See col. 4, line 63 - col. 5, line 9. See instant claim 5. 

Jeanne does not explicitly teach that the composition has a cooling effect, 
however, the present claims are anticipated because a chemical composition and its 
properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties applicant discloses and/or claims are necessarily present. In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Since the Jeanne 
insect repellent comprises the same solid active agents as claimed by applicants, the 
prior art inherently possesses cooling property. 

The method of cooling skin with the Jeanne composition is inherently practiced 
every time the prior art composition is used as intended, since it meets all the limitations 
of the claimed composition of instant claim 12. When the prior art device is the same as 
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a device described in the specification for carrying out the claimed method, it can be 
assumed the device will inherently perform the claimed process. See In re King . 801 
F.2d 1324, 231 USPQ 136 (Fed. Cir. 1986). 

Claims 1-6 and 12-16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kauffmann (US 5674504). 

Kauffmann discloses a cosmetic aqueous gel comprising spheroids of 
triglycerides having fusion zone of 36-38 °C. See col. 5, lines col. 5, lines 15-63; col. 6, 
line 53 - col. 38. See instant claims 1, 5, 6, 12, 14-16. The fusion zone is 2-3 °C higher 
than the melting points of the lipoidal substance, thus the melting point requirement of 
the instant claims 1 and 12 are met. See also col. 2, lines 37-41. The soothing gel of 
Example 1 1 contains the spheroids of example 1 B in amount of 6 % by weight, thus 
meeting instant claims 2, 3 and 13. The reference teaches that the aqueous gel, when 
applied to the skin, provides comfort and "freshness" and the spheroids have "soothing" 
and emollient effect, thus the claimed method of "producing a cooling action on the skin" 
is considered met. See col. 7, lines 1-4. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gina C. Yu whose telephone number is 571-272-8605. 
The examiner can normally be reached on Monday through Friday, from 7:00AM until 
4:30 PM.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Gina Yu 

Patent Examiner 




SREENI PADMANABHAN 
SUPERVISORY PATENT EXAMINER 



